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DETAILED ACTION 

1. The Applicants' preliminary amendment filed on October 8, 2004 is 
acknowledged. Claims 4, 6, 8, 10-12, 19 and 21 are amended. Now, Claims 1-21 
are pending. 



Specification 

2. Applicant is reminded of the proper language and format for an abstract of 
the disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important 
tiiat the abstract not exceed 150 words in length since the space provided for the 
abstract on the conq)uter tape used by tiie printer is limited. The form and legal 
phraseology often used in patent claims, such as "means" and "said," should be 
avoided. The abstract should describe the disclosure sufficiently to assist readers 
in deciding whether there is a need for consulting the fiill patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be inq)lied, such as, 
"The disclosure concerns," "The disclosure defined by this invention," "The 
disclosure describes," etc. 



Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 



The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 
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4. Claims 1-14 and 19-21 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

In Claim 1 (line 2), it is not clear as to what "an organometal type" refers to. 
Claim 4 recites the limitation "the other monomer described above" in line 

5. There is insufficient antecedent basis for this limitation in the claim. 

Claim 16 recites the limitation "Formulas (I), (II) and (III) each described 
above" in line 3. There is insufGcient antecedent basis for this limitation in the 
claim. 

Claim 18 recites the limitations "Formulas (IV) or (V)" and "Formula (VI)" 
in lines 2-3. There are insufficient antecedent base for tiiese limitations in the 
claim. 



Double Patenting 

6. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to 
prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. See 
In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 
F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 
USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1.130(b). 
Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully 
con5)ly with 37 CFR 3.73(b). 

7. Claims 1, 5 and 7-9 provisionally rejected under tiie judicially created 
doctrine of obviousness-type double patenting as being unpatentable over Claims 
10-12 of copending Application No. 10/497,462. Although the conflicting claims 
are not identical, they are not patentably distinct from each other because of the 
following reason: Claims 10-12 of the copending Application are directed to 
processes for producing modified polymers which obviously read on the process 
set forth in the instant claims. 

This is a provisional obviousness-type double patenting rejection because 
the conflicting claims have not in fact been patented. 



Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
^plication for patent in the United States. 

9. Claims 12 and 14-1 8 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nakagawa (US 6 274 688). 

Nakagawa discloses a modified vinyl polymer (such as (co)polymers of 
butadiene, isoprene, styrene, etc.) containing hydrolyzable silyl groups, (col. 4, 
lines 6 to col. 5, line 67) The hydrolyzable silyl groups can be introduced by 
methods described in col. 14, lines 21-42. Nakagawa is silent on the specific 
process of preparing the (co)polymers set forth in the present invention. However, 
flie instant claims are product-by-process claims. "Even though product-by-process 
claims are limited by and defined by the process, determination of patentability is 
based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same 
as or obvious fi^om a product of the prior art, die claim is unpatentable even though 
the prior product was made by a different process" In re Thorpe. 777 F. 2d 695, 
698, 227 USPQ 964, 966 (Fed. Cir. 1985). Nakagawa further teaches the use of the 
condensation accelerator as described in References Exanq)les. 
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10. Claims 1-12 and 14-18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by JP906 (JP 56-104906). 

JP906 discloses a modified polymer by a process conprising treating a 
living polymer with a hydrocarbyloxysilane confound according to the instant 
claims. A condensation accelerator such as tin or titanium compound can be used 
for hydrolysis-condensation reaction (i.e., in the presence of water), (paragraphs 6- 
18 and Examples). The disappearance of the typical red color of the living polymer 
in Examples indicating the conq)lete deactivation of the living polymer ends 
clearly shows the amount of the hydrocarbyloxysilane compound is in a 
stoichiometric amount or an excess amount thereover. 

1 1 . Claims 12 and 14-1 8 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by JP998 (JP 2000-086998). 

JP998 discloses a composition conprising a modified polymer by converting 
a polymer containing alkenyl, hydroxy, etc. groups to a hydrolyzable silyl groups. 
([0004]-[0017], [0023] and [0072]-[0081]) JP998 does not disclose the process set 
forth in the instant claims. However, the instant claims are product-by-process 
claims. "Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself The 
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patentability of a product does not depend on its metiiod of production. If tiie 
product in the product-by-process claim is the same as or obvious from a product 
of the prior art, the claim is unpatentable even though the prior product was made 
by a different process" In re Thorpe. 777 F. 2d 695, 698, 227 USPQ 964, 966 (Fed. 
Cir. 1985). JP998 further teaches tiie use of the condensation accelerator as 
described in [0071]. JP998 further demonstrates the condensing the modified 
polymer in a conventional manner ([0088]). As such, the condensation is 
conventionally performed in atmosphere, i.e., die presence of moisture. 



Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 



13. Claims 13-14 and 19-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nakagawa. 
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Nakagawa discloses a modified vinyl polymer, supm, which is incorporated 
herein by reference. Nakagawa is silent on the specific Mooney viscosity in the 
claimed invention. However, Nakagawa teaches the use of the polymer as a 
material for adhesives, etc. (col. 19, lines 19-32) The viscosity of the material can 
affect the processibility of the adhesives, etc. Therefore, the viscosity of the 
material is a Result-Effective variable. Therefore, it would have been obvious to 
one of ordinary skilled in the art at the time of the invention was made to utilize a 
polymer with whatever viscosity through routine experimentation in order to 
obtain a material having a desired processibility. Especially, Applicants do not 
show the criticality of the viscosity. See MPEP 2144.05 (H). 

14. Claims 13-14 and 19-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP906. 

JP906 discloses a modified polymer, supra, which is incorporated herein by 
reference. For Claims 13-14, JP906 is silent on the specific Mooney viscosity in 
the claimed invention. However, JP906 teaches the use of the polymer as a 
material for adhesives, etc. (paragraph 19) The viscosity of the material can affect 
the processibility of the adhesives, etc. As such, the viscosity of the material is a 
Result-Effective variable. Therefore, it would have been obvious to one of ordinary 
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skilled in the art at the time of the invention was made to utilize a polymer with 
whatever viscosity through routine experimentation in order to obtain a material 
having a desired processibility. Especially, Applicants do not show the criticality 
of the viscosity. See MPEP 2144.05 (II). For Claims 19-20, JP906 discloses a 
rubber conq)osition. (Paragraphs 18-19) However, JP906 is silent on the specific 
amounts of the ingredients. However, the amounts of these ingredients will affect 
die properties such as viscosity, strength, etc. Therefore, these amounts are Result- 
Effective variables. Therefore, it would have been obvious to one of ordinary 
skilled in the art at the time of the invention was made to utilize these ingredients 
widi whatever amounts through routine experimentation in order to obtain a 
con5)osition having desired properties. Especially, Applicants do not show the 
criticality of these amounts. See MPEP 2144.05 (II). For Claim 21, JP906 teaches 
the use of the con:q)osition for making shoe tread. As such, it would have been 
obvious to one of ordinary skilled in the art at the time of the invention was made 
to utilize the conqjosition for tires because both the shoes and tires are brought in 
contact with the road surface. 



15. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Haynes (EP 067 468) in view of Ishikawa (US 6 191 247). 
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The following column and line numbers of Haynes are based on its' US 
equivalent, US 4 379 891. 

For Claims 1-12 and 14-20, Haynes discloses a conposition comprising a 
modified polymer derived by a process of treating a living polymer with a 
hydrocarbyloxysilane conq)ound according to the instant claims. Silica can be 
used. (col. 2, line 8 to col. 5, line 13 and Illustrative Embodiments) Haynes is silent 
on the use of a condensation accelerator. However, Ishikawa teaches the use of a 
tin or titanium condensation accelerator to facilitate the reaction between a 
hydrocarbyloxysilane compound and the silanol groups on the silica surface, (col. 
12, lines 13-24) Therefore, it would have been obvious to one of ordinary skilled in 
the art at the time of the invention was made to incorporate Haynes' condensation 
accelerator into Haynes' composition. Since Haynes' process of compounding the 
composition does particularly exclude any moisture. As such, the condensation is 
conventionally performed in atmosphere, i.e., the presence of moisture. Haynes 
further discloses a rubber composition, (col. 5, lines 5-59) For Claims 13-14, 
Haynes is silent on the specific Mooney viscosity in the claimed invention. 
However, Haynes teaches the use of the polymer as a material for footwear, etc. 
(col. 5, lines 5-28) The viscosity of the material can affect the processibility of the 
material. As such, tiie viscosity of the material is a Result-Effective variable. 
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Therefore, it would have been obvious to one of ordinary skilled in the art at the 
time of the invention was made to utilize a polymer with whatever viscosity 
through routine experimentation in order to obtain a material having a desired 
processibility. Especially, Applicants do not show the criticality of the viscosity. 
See MPEP 2144.05 (II). For Claim 21, Haynes teaches the use of the composition 
for making shoe tread. As such, it would have been obvious to one of ordinary 
skilled in the art at the time of the invention was made to utilize tiie conposition 
for tires because botii the shoes and tires are brought in contact with the road 
surface. 

16. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ozawa (WO 01/34658) optionally in view of Ishikawa (US 6 191 247). 

The following column and line numbers of Ozawa are based on its' US 
equivalent, US 6 992 147. 

Ozawa discloses a composition conprising a modified polymer derived by a 
process of treating a pseudo-living polymer with a hydrocarbyloxysilane 
corrq)ound according to the instant claims, (col. 5, line 38 to col. 11, lines 24) The 
relative amount of the hydrocarbyloxysilane to the lanthanide is described in col. 
11, lines 20-24. Fillers such as silica can be used. (col. 13, lines 3-44) Ozawa 
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further teaches the condensation of the modified polymer, (col. 12, lines 18-38) 
Ozawa also teaches the use of a condensation accelerator such as diorganotin 
dicarboxylates for oligomerizing the hydrocarbyloxysilane conpounds. (col. 6, 
lines 40-59) As such, it would have been obvious to one of ordinary skilled in the 
art at the time of the invention was made to utilize diorganotin dicarboxylates as 
condensation accelerator for condensing the modified polymer because both 
oligomerization of the hydrocarbyloxysilane compounds and condensation of the 
modified polymer involves the same reaction. Alternatively, Ozawa teaches that a 
coupling agent besides the aforementioned modified polymer for treating silica 
surface can be used. (col. 2, lines 1-4 and col. 13, lines 45-61) Ozawa is silent on 
the specific use of a condensation accelerator for the purpose of facilitating the 
reaction between the hydrocarbyloxysilane and the silanol groups on the silica 
surface. However, Ishikawa teaches the use of a tin or titanium condensation 
accelerator to facilitate the reaction between a hydrocarbyloxysilane con[q)ound 
and the silanol groups on the silica surface, (col. 12, lines 13-24) Therefore, it 
would have been obvious to one of ordinary skilled in the art at the time of the 
invention was made to incorporate Ishikawa' condensation accelerator into Ozawa' 
composition. Since Ozawa' s process of compounding the composition does 
particularly exclude any moisture. As such, the condensation is conventionally 
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performed in atmosphere, i.e., the presence of moisture. Ozawa further discloses a 
rubber conqjosition for making tires, (col. 12, line 39 to col. 14, line 39) The 
Mooney viscosity of the composition is exenplified in Exan^les. 

17. Claims 13-14 and 19-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP998. 

JP998 discloses a conposition conq)rising a modified polymer, supra, which 
is incorporated herein by reference. JP998 further teaches that fillers such as silica, 
etc. and resins such as epoxy resin, etc. can be used. ([0072] and [0078]) 

For Claims 13-14, JP998 is silent on the specific Mooney viscosity in the 
claimed invention. However, JP998 teaches the use of the polymer as a material for 
adhesives, etc. ([0072]) The viscosity of the material can affect the processibiHty 
of the adhesives, etc. As such, the viscosity of the material is a Result-Effective 
variable. Therefore, it would have been obvious to one of ordinary skilled in the art 
at the time of the invention was made to utilize a polymer with whatever viscosity 
through routine experimentation in order to obtain a material having a desired 
processibility. Especially, Applicants do not show the criticality of the viscosity. 
See MPBP 2144.05 (II). For Claims 19-20, JP998 is silent on the specific amounts 
of the ingredients. However, the amounts of these ingredients will affect the 
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properties such as viscosity, strength, etc. Therefore, tiiese amounts are Result- 
Effective variables. Therefore, it would have been obvious to one of ordinary 
skilled in the art at the time of the invention was made to utilize these ingredients 
with whatever amounts through routine experimentation in order to obtain a 
con:q)osition haying desired properties. Especially, Applicants do not show the 
criticality of these amounts. See MPEP 2144.05 (II). 

1 8. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takeishi908 (US 6 228 908) in view of Ishikawa (US 6 191 247). 

Takeishi908 discloses a composition comprising a modified polymer derived 
by a process of treating a living polymer with a hydrocarbyloxysilane conq)ound 
according to the instant claims, (col. 3, line 58 to col. 9, line 3 and Examples) 
Fillers such as silica can be used. The silica can be surface treated with 
hydrocarbyloxysilane compounds, (col. 10, line 37 to col. 11, line 64) Takeishi is 
silent on the specific use of a condensation accelerator. However, Ishikawa teaches 
the use of a tin or titaniimi condensation accelerator to facilitate the reaction 
between a hydrocarbyloxysilane con:q)ound and the silanol groups on the silica 
surface, (col. 12, lines 13-24) Therefore, it would have been obvious to one of 
ordinary skilled in the art at the time of the invention was made to incorporate 
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Ishikawa' condensation accelerator into Takeishi908' composition. Since 
Takeshi908' process of compounding the composition does particularly exclude 
any moisture. As such, the condensation is conventionally performed in 
atmosphere, i.e., the presence of moisture. Takeishi908 further discloses a rubber 
con:q)osition for making tires, (col. 14, line 55 to col. 15, line 2) The Mooney 
viscosity of the composition is exeirq)lified in Examples. 

19. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hogan (US 6 573 412) in view of Ishikawa (US 6 191 247). 

Hogan discloses a conq)osition comprising a modified polymer derived by a 
process of treating a living polymer with a hydrocarbyloxysilane compound 
according to the instant claims, (col. 4, line 66 to col. 14, line 21 and Exanples) 
Fillers such as silica, carbon black, etc. can be used. The silica can be surface 
treated with the modified polymer, (col. 12, lines 7-58 and col. 14, line 23 to col. 
15, line 18) Hogan is silent on the specific use of a condensation accelerator. 
However, Ishikawa teaches the use of a tin or titaniimi condensation accelerator to 
facilitate the reaction between a hydrocarbyloxysilane confound and the silanol 
groups on the silica surface, (col. 12, lines 13-24) Therefore, it would have been 
obvious to one of ordinary skilled in the art at the time of the invention was made 
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to incorporate Ishikawa' condensation accelerator into Hogan' composition. Since 
Hogan' process of compounding the composition does particularly exclude any 
moisture. As such, the condensation is conventionally performed in atmosphere, 
i.e., the presence of moisture. Hogan further discloses a rubber composition for 
making tires, (col. 4, lines 6-21) The Mooney viscosity of the composition is 
exemplified in Examples. 

20. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Morita (US 6 369 167) in view of Ishikawa (US 6 191 247). 

Morita discloses a conq)osition comprising a modified polymer derived by a 
process of treating a living polymer with a hydrocarbyloxysilane compound 
according to the instant claims, (col. 3, line 65 to col. 7, line 35 and Examples) 
Fillers such as silica, carbon black, etc. can be used. The silica can be surface 
treated with the modified polymer by the modified polymer and/or 
hydrocarbyloxysilane conpounds. (col. 2, Unes 1-8. and col. 7, lines 36 to col. 8, 
line 38) Morita is silent on the specific use of a condensation accelerator. However, 
Ishikawa teaches the use of a tin or titanium condensation accelerator to facilitate 
the reaction between a hydrocarbyloxysilane con:q)ound and the silanol groups on 
the silica surface, (col. 12, lines 13-24) Therefore, it would have been obvious to 
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one of ordinary skilled in the art at tiie time of the invention was made to 
incorporate Ishikawa' condensation accelerator into Morita' composition. Since 
Morita' process of compounding the composition does particularly exclude any 
moisture. As such, the condensation is conventionally performed in atmosphere, 
i.e., the presence of moisture. Morita further discloses a rubber composition for 
making tires, (col. 7, lines 24-35) The Mooney viscosity of the composition is 
exenq)lified in Examples. 

21 . Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takeichi295 (US 6 008 295) in view of Ishikawa (US 6 191 247). 

Takeichi295 discloses a con^osition comprising a modified polymer 
derived by a process of treating a living polymer with a hydrocarbyloxysilane 
con:q)ound according to the instant claims, (col. 2, line 21 to col. 3, line 11, col. 4, 
line 14 to col. 8, line 55 and Examples) Fillers such as silica, carbon black, etc. can 
be used. The silica can be surface treated with the modified polymer by the 
modified polymer, (col. 1 1, lines 1-5) Takeichi295 is silent on the specific use of a 
condensation accelerator. However, Ishikawa teaches the use of a tin or titanium 
condensation accelerator to facilitate the reaction between a hydrocarbyloxysilane 
conq)ound and the silanol groups on the silica surface, (col. 12, lines 13-24) 
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Therefore, it would have been obvious to one of ordinary skilled in the art at the 
time of the invention was made to incorporate Ishikawa' condensation accelerator 
into Takeichi295' composition. Since Takechi295' process of compounding the 
composition does particularly exclude any moisture. As such, the condensation is 
conventionally performed in atmosphere, i.e., the presence of moisture. 
Takeiclii295 further discloses a rubber composition for making tires, (col. 11, lines 
40-54) The Mooney viscosity of the composition is exen[5)lified in Examples. 

22. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Kuo-Liang Peng whose telephone number is 
(571) 272-1091. The examiner can normally be reached on Monday-Friday from 
8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor. Randy Gulakowski, can be reached on (571) 272-1302. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for ui^ublished applications is available through Private PAIR 
only. For more information about the PAIR system, see ht^://pair- 
directuspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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August 14, 2006 



Kuo-Liang Pejyg 
Primary Examiner 
Art Unit 1712 




